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DETAILED ACTION 
Siatus of Claims 

1 . Claims 1 , 3-6 and 8-15 are pending. 
Claims 1 , 3-6 and 8-15 are rejected. 



Claim Rejections - 35 USC § 1 12 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the some and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

3. Claim 6 is rejected under 35 U.S.C. 112, first paragraph, for the reasons given in the 
previous office action, mailed March 26, 2007. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was mode to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be negatived by the manner 
in which the invention was made. 

5. The factual inquiries set forth in Grohom v. John Deere Co., 383 U.S. 1 , 1 48 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U,S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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6. This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence 
to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the 
inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 1 , 3-5, and 8-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Vogel et al. (US 5,004,478) in view of Combs et al. (US 6,821 ,308 B2), for the reasons given in the 
previous office action, mailed March 26, 2007. 

Response to Arguments 

Rejection of claims L 3-5. and 8- 15 under 35 U.S.C. 103(o} as being unpatentable over Vooel et 
al. (US 5,004.478) in view of Combs et al. (US 6,821.308 B2) 

8. Applicant's arguments filed June 26, 2007 have been fully considered but they are not 
persuasive. 

The Applicants argue that Vogel et al. do not disclose that the polyethers contain 
unsaturated compounds in an amount of 8mol-% to 30 mol-%. 

This argument is not persuasive because as pointed out in the previous office action the 
Examiner believes that based upon the teaching of Combs et al. one having ordinary skill in the 
art at the time the invention was made would reasonably believe that the polyethers disclosed 
in Vogel et al. have unsaturation levels of at least 6 mole percent (see column 3, lines 20-33 of 
Combs etal.). 
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The Applicants argue that Vogel et al. do not disclose how the polyethers are 
obtained. 

This argument is not persuasive because as pointed out in the previous office action the 
instant claims are directed to product-by-process claims, which ore limited by and defined by 
the process, nonetheless the determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re Thorpe, 
777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). Thus, since the instant claims are directed 
to a polyether which is made by reacting a 1-butene oxide with an alcohol and the polyethers 
of Vogel et al. are made by reacting a butene oxide and an alcohol (see column.3, lines 23-40), 
then the polyethers produced by Vogel et al. appear to be the same as or obvious from the 
instant polyethers. 

The Applicants argue that Vogel et al. fail to disclose which compounds are used as 
substrates. 

The Examiner disagrees in column 3, lines 19-40, Vogel et al. teach that suitable starter 
molecules for the polyalkylene oxides are aliphatic and aromatic mono-, di-, or polyalcbhols or 

even amines or amides and alkylphenols; and that preferred olefin oxides for suitable polyethers 

^ 

are propylene oxide and butene oxides and mixtures thereof. Thus, the skilled artisan would 
have found it obvious to select any of the disclosed starters and alcohols for preparing the 
desired polyethers. 

The Applicants argue that Vogel et al. fail to disclose that catalysts are present in the 
preparation procedure. 
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This argument is not persuasive because as pointed out in tlie previous office action 
Combs et al. teach that polyoxyalkylene monoethers are normally made by basic catalysis 
(see colurhn 3, lines 16-22). Further Combs et al. disclose that Vogel et al. disclose oxyalkylene 
units which are derived from C4 epoxides (see column 1 , lines 47-49) and further down in that 
same column Combs et al. disclose that polyoxyalkylene monoethers made with C3 and higher 
alkylene oxides contain a second type of impurity: alkoxylated unsaturates, a side reaction 
which occurs during base catalyzed polymerization of many alkylene oxides (see column 1, line 
13 to column 2, line 9). Thus, the Examiner concluded that based upon the teachings of Combs 
et al. one having ordinary skill in the art at the time the invention was made would reasonably 
believe that the polyethers of Vogel et al. are prepared via base catalysis, since Combs et al. 
teach that base catalysis is the normal means by which polyoxyalkylene monoethers are 
prepared and implies that Vogel et al. is a prior art reference, which utilized this conventional 
means. 

The Applicants argue that Combs et al. cannot teach that the polyethers that are 
presented in Vogel et al. are prepared by basic catalysis because although Vogel et al. is a 
reference that is cited in Combs et al., this does not mean that the polyalkylene oxides that are 
disclosed in Vogel et al. are prepared by basic catalysis, because nothing points in the direction 
of basic catalysis for the preparation of the compounds described in Vogel et al. 

The Examiner disagrees. Combs et al. disclose that Vogel et al. is directed to 
polyoxyalkylene monoethers derived from C4 epoxides (see column 1 , lines 47-49). Further 
down in column 1 through to lines 10 of column 2, Combs et al. teach that unsaturates are an 
impurity present in polyoxyalkylene monoethers made from C3 and higher alkylene oxides and 
that these unsaturates are produced as a side reaction in base catalyzed reactions. Thus, since 
Combs et al. discuss the fact that Vogel et al. disclose polyoxyalkylene monoethers derived 
•from C4 epoxides (a C3 and higher alkylene oxide) in close proximity to the teaching that 
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unsaturates are an impurity present in polyoxyalkylene monoetlners made trom C3 and higher 
alkylene oxides, the skilled artisan would reasonably conclude that Combs et al. believed Vogel 
et oL to have used base catalysis for preparing their polyethers. 

The Applicants argue that Vogel et al. cannot suggest these polyether mixtures, because 

the reference does not mention the presence of unsaturated compound at all. 

/ 

This argument is not persuasive because as pointed out above and in the previous office 
action the Examiner believes that based upon the teaching of Combs et al. one having ordinary 
skill in the art at the time the invention was made would reasonably believe that the polyethers 
disclosed in Vogel et al. have unsaturation levels of at least 6 mole percent (see column 3, lines 
20-33 of Combs etal.). 

The Applicants argue that Vogel et al. preferably use propylene oxide as the alkylene 
oxide, and therefore, a person of ordinary skill in the art would not take Vogel et al. into account 
looking for a polyether mixture specified in Claim 1 of the present application. 

This argument is not persuasive because a prior art disclosure is not limited to its working 
examples or to its preferred embodiments, but must be evaluated for what it teaches those of 
ordinary skill in the art. Merck & Co. Inc. v. Biocraft Labs. Inc.. 874 F.2d 804, 807, 10 USPQ2d 1843, 
1846 (Fed. Cir. 19891: In re Fracalossi . 681 F.2d 792, 794 n.l, 215 USPQ 569, 570 n.l (CCPA 1982); In 
re Lamberti . 545 F.2d 747, 750, 192 USPQ 278, 280 (CCPA 1976): In re Boe . 355 F. 2d 961, 965, 148 
USPQ 507, 510 (CCPA 1966). In the instant case, Vogel et al. teach that butene oxide is a 
suitable alkylene oxide for preparing polyether (see column 3, lines 23-25). 

The Applicants argue that Combs et al. teach that polyalkylene oxides that are 
prepared in the presence of DMC-catalyst have low amounts of unsaturates. Thus, a person of 
ordinary skill in the art would not learn from this disclosure that the specific combination of 1 - 
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butene oxide, an alcohol and a DMG-catalyst gives rise to polyether mixtures having amount of 
unsaturates of 8 mol-% to 30 mol-%, as specified in Claim 1 . 

• This argument is not persuasive because 1 ) the Applicants only show this to be true when 
the initiator is tridecanol (see Table 1 on page 13) and 2) the claims are directed to a product 
not a process (see discussion above with respect to a product-by-process). 

For at least the above reasons, this rejection is maintained. 
Rejection of claim 6 under 35 U.S.C. / IZ first DaraaroDh 

9. Applicant's arguments filed June 26, 2007 have been fully considered but they are not 
persuasive. 

10. The Applicants argue that Eleveld et al. do not disclose a process in which alcohols 
having 2 to 24 carbon atoms are alkoxyjated with 1 -butene oxide. This argument is not 
persuasive because Eleveld et cl. teach polymerization of an alkylene oxide with a hydroxyl 
group containing initiator in the presence of a DMC catalyst. Alcohols are hydroxyl group 
containing initiator. The Applicants arguments with respect to Combs et al. has also been 
considered but are not persuasive because the Examiner used the Eleveld et al. and Combs et 
al. references to show that the ordinary skilled artisan would reasonably expect that compounds 
prepared with an alcohol and a butene oxide in the presence of a DMC catalyst would be 
expected to obtain polyethers having very low unsaturation, namely less about 3 mol% (see 
column 9, lines 7-37 of Eleveld et al. and columri 2, line 41 to column 3, line 50 of Combs et al.). 
Thus, based upon the teaching of the prior art the skilled artisan would not reasonably expect to 
obtain a polyether having the claimed content of unsaturated components when one reacts 
an alkylene oxide, including 1 -butene oxide, with any other alcohol other than tridecanol, in the 
presence of a dmc catalyst. Thus, since the instant specification only discloses examples 
wherein the initiator is tridecanol, the catalyst is dmc, the alkylene oxide is 1 -butene oxide and 
the unsaturation content ranges from 14.1 to 28.8 (see Table 1 on page 13), the showing is not 
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commensurate in scope. Tlius, when one considers the instant invention in light of the teachings 
of the prior art, the ordinary skill artisan would not reasonably believe that one could obtain 
polyethers having the claimed content of unsaturated components using an alcohol as 
disclosed in claim 6. 

For at least the above reasons, this rejection is maintained. 

Conclusion 

1 1 . THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory, period will expire on the 
date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this final action. 

1 2. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Rosalynd Keys whose telephone number is 571-272-0639-. The examiner 
can normally be reached on M, R & F 5:30-7:30 am & 1-5 pm; T & W 5:30 am-4 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor Yvonne Eyier can be reached on 571-272-0871 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Rosalynd Keys/ 
Prinnary Exanniner 
Art Unit 1621 

September 1 6, 2007 



